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1. The indicated allowability of claims 1-10 and 19-25 are 
withdrawn upon reconsideration of the prior art previously of 
record. Rejections based on the prior art are set forth below. 

2. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly- 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

3. Claims 8 and 9 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant 
regards as the invention. 

Claim 8 recites that the mounting means comprises one or 
more retaining surfaces and that the insert comprises one or 
more retaining means that engage the retaining surfaces. Claim 
9 appears to switch the elements which include the retaining 
surfaces and retaining means defined in claim 8. That is, the 
retaining surfaces are said to comprises a shoulder on the mold 
insert instead of the mounting means, whereas the retaining 
means is part of the mounting means. Based on the disclosure of 
the application, it appears as though the shoulder is to be part 
of the mold insert, and the retaining means are retaining blocks 



Application/Control Number: 10/786,436 Page 3 

Art. Unit : 1722 

(see Fig. 4) . The claim will therefore be interpreted as such 
in the rest of this Office Action. Appropriate clarification 
and correction, however, is required. 



4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

6. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

7. Claims 1, 8, 19-21, and 23-25 are rejected under 35 U.S.C. 
103(a) as being unpatentable over McVicker (U.S. Pat. No. 
5,656,226; previously of record) in view of Kim et al . (U.S. 
Pat. No. 6,149,420; previously of record). 

Initially it is noted that several of the claims of the 
instant application recite "means for" clauses. These elements 
have been interpreted as invoking 35 U.S.C. § 112, sixth 
paragraph, and thereby are limited to the corresponding 
structure described. in the specification and equivalents 
thereof. In re Donaldson , 16 F.3d 1189, 1194, 29 USPQ2d 1845, 
1950 (Fed. Cir. 1994); MPEP § 2181. 

Claim 1 recites a "means for mounting" in line 6. The 
specification of the instant application discloses a means for 
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mounting as the projections described at 1 18, or the retaining 
surfaces described at 1 20. 

Claim 3 recites a "means for fastening" at line 2. 
Similarly, claim 10 defines a "means for fastening" at line 2. 
The specification of the instant application discloses the means 
for fastening as screws as described at % 18. 

Claim 5 recites a "means for providing a substantially 
smooth surface" at line 1. The specification of the instant 
application discloses this means as a cap as described at 1 19. 

McVicker discloses a method and apparatus for injection- 
molding a thermoplastic device. The mold has an inner surface 
(102) defining a mold cavity (106) , the cavity defining the 
shape of the molded article (see Fig. 10) . The apparatus 
includes an insert (114) used as a mold component in a mold. 
The insert is sized and dimensioned to fit within a recess (112) 
in the inner surface of the mold cavity (Fig. 10) . The insert 
comprises a first surface having an area (80) that on that is a 
complement of the field of integrally molded hooks on the molded 
article (see Figs 4, 6, 11A, and 11B; cl . 5, 11. 9-15). 

McVicker further discloses the insert as comprising a 
plurality of plates (90) , each plate having a side edge (80) , 
the plates being stacked together, with the side edges defining 
a portion of the first surface of the mold insert and the hook- 
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shaped cavities being formed in the side edges (see Fig. 11A & 
11B) . The insert also comprises spacer plates (100) positioned 
between the hook-cavity plates, such that the molded hooks on 
the surface of the molded article are an array of spaced rows of 
hooks (see Fig. 11A & 11B) . 

McVicker does not disclose a means for mounting the insert 
in the inner surface of the mold cavity. 

Kim discloses an injection molding machine. The molding 
machine is provided with an insert structure (12) . The insert 
is detachably attached to the mold with a plurality of locking 
fasteners that act as a retaining means on the side surfaces of 
the insert (Fig. 5 & cl . 6, 11. 35-37). Kim notes that this 
configuration of the insert is advantageous because it does not 
require separating a core mold from a bottom clamp plate when 
the insert is changed with another insert having a different 
configuration (cl. 6, 11. 37-41). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
device injection molding apparatus disclosed by McVicker as such 
to have made the insert detachably attached to the mold with a 
plurality of locking fastener projections because this 
configuration of the insert is advantageous as it does not 
require separating a core mold from a bottom clamp plate, when 
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the insert is changed with another insert having a different 
configuration as suggested by Kim. 

8. Claim 22 is allowed. 

9. Claims 2-7 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims . 

10. CI aims 9 and 10 would be allowable if rewritten to overcome 
the rejections under 35 U.S.C. 112, 2nd paragraph, set forth in 
this Office Action and to include all of the limitations of the 
base claim and any intervening claims. 

11. The following is a statement of reasons for the indication 
of allowable subject matter: 

The prior art of record fails to teach or suggest a insert 
for use as a mold component in a mold for the manufacture of a 
molded article as recited in claims 2-7, 9, 10, and 22. 

With respect to claims 2-7 and 22, the closest prior art 
disclosed by McVicker and Kim is described above, or Korsch 
(U.S. Pat. No. 3,784,344). McVicker and Kim fail to teach or 
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suggest the mounting means as comprising one or more projections 
as recited in claims 2 and 22. Moreover, it does not appear to 
be reasonable to combine the blow-molding structure disclosed by 
Korsch with the injection molding apparatus disclosed by 
McVicker and Kim in a way to render obvious the combinations of 
claims 2 and 22 . 

With respect to claims 9 and 10, the closest prior art is 
disclosed by McVicker, Kim, and Chittenden et al . (U.S. Pat. No. 
3,380,121; previously of record). McVicker and Kim fail to 
teach or suggest the mounting means comprises a retaining block 
and the insert comprises a shoulder that engages the retaining 
block as recited in claim 9. Moreover, it does not appear to be 
reasonable to combine the blow-molding structure disclosed by 
Chittenden with the injection molding apparatus disclosed by 
McVicker and Kim in- a way to render obvious the combinations of 
claims 2 and 22 . 

12. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Duane Smith, can be 
reached at (571) 272-1166. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (5,71) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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